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DETAILED ACTION 

This action, dated November 22, 2004, is in response to Applicant's amendment, filed 
August 9, 2004. Claims 1-2 and 5-9 are pending. Claims 3-4 and 10-12 are withdrawn from 
further consideration. 

Claim Rejections - 35 USC§ 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated 
by the inventor of carrying out his invention. 

Claims 5 and 6 ar e rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. Claims 5 and 6 limit the center 
curvature of the convex aspherical surface shape of the first optical element to a specified range 
that is dependent on the volumes of the first and second optical elements. The volume of the first 
optical element is given as 11.5 cubic millimeters (Page 16, line 21). No volume is disclosed for 
the second optical element and the range of acceptable center curvature radii for the first optical 
element is not explicidy disclosed. One skilled in the art has no way of determining the range of 
acceptable center curvature radii of the first optical element because the volume of the second 
optical element is not provided for the elected species of Fig. 2. As such, too much is left for 
conjecture and undue experimentation. The examiner will use 16.5 cubic millimeters as the 
volume of the second optical element in the prior art rejections below because that is the volume 
provided for the second lens element of Fig. 4 (Page 21, line 5). 
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OaJm Rejections - 35 USC§ 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) die invention was described in (I) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 8 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Hang et al 
(hereafter Hang) (US 6,208,609). 

In regard to claim 1, Hang discloses a complex objective lens (Fig. 2B, element 14) having 
a convex aspherical surface shape comprising: a first optical element (Fig. 2B, element 34) having a 
first surface (Fig. 2B, non-flat surface of element 34) including a convex aspherical surface shape 
(Col. 5, lines 26-30 and 55-59) and an opposite side surface (Fig. 2B 3 flat surface of element 34) 
opposing the first surface; and a second optical element (Fig. 2B, element 36) having an exit 
surface (Fig. 2B, non-flat surface of element 36) through which an optical beam passes and an 
entry surface (Fig, 2B, flat surface of element 36) opposing the exit surface, wherein the opposite 
side surface opposing the first surface of the first optical element and the entry surface opposing 
the exit surface of the second optical element are both flat and direcdy contacted to each other 
(Fig. 2B). 

In regard to claim 8, Hang discloses an optical pickup device (Col. 1, lines 11-14) 
characterized by comprising a complex objective lens (Fig. 2B ? element 14) including: a first optical 
element (Fig. 2B, element 34) having a first surface (Fig. 2B, non-flat surface of element 34) 
including a convex aspherical surface shape (Col, 5, lines 26-30 and 55-59) and an opposite side 
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surface (Fig. 2B, flat surface of element 34) opposing the first surface; and a second optical 
element (Fig. 2B, element 36) having an exit surface (Fig. 2B, non-flat surface of element 36) 
through which an optical beam passes and an entry surface (Fig. 2B, flat surface of element 36) 
opposing the exit surface, wherein the opposite side surface opposing the first surface of the first, 
optical element and the entry surface opposing the exit surface of the second optical element are 
both flat and direcdy contacted to each other (Fig. 2B). ^ 

In regard to claim 9, Hang discloses an optica] recording/reproducing apparatus 
characterized by comprising an optical pickup device (Col. 1, lines 11-14) having a complex 
objective lens (Fig. 2B, element 14) including: a first optical element (Fig. 2B> element 34) having a 
first surface (Fig. 2B, non-flat surface of element 34) including a convex aspherical surface shape 
(Col. 5, lines 26-30 and 55-59) and an opposite side surface (Fig. 2B, flat surface of element 34) 
opposing the first surface; and a second optical element (Fig. 2B, element 36) having an exit 
surface (Fig. 2B, non-flat surface of element 36) through which an optical beam passes and an 
entry surface (Fig. 2B, flat surface of element 36) opposing the exit surface, wherein the opposite 
side surface opposing the first surface of the first optical element and the entry surface opposing 
the exit surface of the second optical element ar e both flat and direcdy contacted to each other 
(Fig.2B). 

3. Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by Ori (US 
6,353,588). 

In regard to claim 1, Ori discloses a complex objective lens having a convex aspherical 
surface shape comprising: a first optical element (Fig. 1, element LI) having a first surface 
including a convex aspherical surface shape (Fig. 1, element Rl and Col. 6, lines 4-7) and an 
opposite side surface (Fig. 1, element R2) opposing the first surface; and a second optical element 
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(Fig. 1 , element L2) having an exit surface (Fig. 1 , element R4) through which an optical beam 
passes and an entry surface (Fig. 1, element R3) opposing the exit surface, wherein the opposite 
side surface opposing the first surface of the first optical element and the entry surface opposing 
the exit surface of the second optical element are both flat and direcdy contacted to each other 
(Fig. 1). It is noted that die opposite side surface opposing the first surface of the first optical 
element and die entry surface opposing the exit surface of the second optical element are 
mherendy both flat at the point of contact. 

In regard to claim 2, Ori discloses that the first optical element has a refractive index larger 
tiian the refractive index of the second optical element (Col. 6, Table 2) . 

Claim Rejections - 35 USC§103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

Claim 7 is rejected under 35 U.S.C. 103(a) a5 being unpatentable over Hang in view of 
Kojima et al (hereafter Kojima) (US 5,986,994) and further in view of Dolgoff (US 6,310,733). 

Hang discloses the complex objective lens of claim 1 and further discloses that the opposite 
side surface opposing to the first surface of the first optical element and the entry surface opposing 
to the exit surface of the second optical element are formed by being contacted to make close 
adherence to one another (Fig. 2B). Hang neither discloses that the first and second optical 
elements are made of a glass material nor that the that the opposite side surface opposing to the 
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first surface of the first optical element and the entry surface opposing to the exit surface of the 
second optical element are formed by being abraded. 

Kojima discloses an objective lens made a glass material and teaches that glass has 
preferable humidity resistance characteristics (Col. 5, lines 61-64). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made for the first and second optical elements of Hang to be made of a glass 
material as suggested by Kojima, the motivation being to make the first and second optical 
elements of a material having preferable humidity resistance characteristics. 

Dolgoff discloses abrading a lens during manufacture to promote better adherence (Col. 4, 
lines 1-3). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to form the opposite side surface opposing to the first surface of the first 
optical element and the entry surface opposing to the exit surface of the second optical element of 
Hang by abrasion as suggested by Dolgoff, the motivation being to improve adherence. 

Allowable Subject Matter 

5. No comment will be made regarding the allowability of claims 5 and 6 over the prior art of 
record due to the 35 U.S.C. 112 first paragraph rejections resulting from the speculation required 
to interpret these claims in light of the disclosure. 

Response to Arguments 

6. Applicant's arguments filed August 9, 2004 with respect to the rejections of claims 5 and 6 
under 35 U.S.C. 112, first par agraph, have been fully considered but they are not persuasive. 
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Claims 5 arid 6 are dependent on claim 1 and therefore include all of the limitations thereof 
including diat "the opposite side surface opposing the first surface of the first optical element and 
the entry surface opposing the exit surface of the second optical element are both flat and direcdy 
contacted to each other." As a result, claims 5 and 6 read only on the elected species of Fig. 2 and 
not on (lie non-elected species of Fig. 4, which shows the opposite side surface opposing the first 
surface of the first optical element not in direct contact with the entry surface opposing the exit 
surface of the second optical element due to the interposed intermediate (Fig. 4, element 45). The 
volume of the second optical element of the elected species of Fig. 2 is not disclosed and claims 5 
and 6 fail to comply with the enablement requirement as noted above. 

7. Applicant's arguments with respect to the rejection of claims 1 and 2 as being anticipated 
under 35 U.S.C. 102(e) by Ori have been considered but they are not persuasive. Applicant has 
not specified the extent to which the surfaces direcdy in contact to each other are flat. The 
surfaces direcdy in contact to each other are flat at the point of contact as noted above. 

8. Applicant's arguments with respect to the prior art rejections not responded to above been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in diis Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a) . 

A shortened statutory period for reply to diis final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of die THREE-MONTH shortened statutory period, then the shortened statutory period 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisoiy action. In no event, however, 

will the statutory period for reply expire later than SIX MONTHS from the date of this final 

action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael V Battaglia whose telephone number is (703) 305-4534. The 
examiner can normally be reached on 5-4/9 Plan with 1st Friday off. 

If attempts to reach die examiner by telephone are unsuccessful, the examiner's supervisor, 
Hoa T Nguyen can be reached on (703) 305-9687. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Michael Battaglia 



